. THIS DISPOSITION IS NOT
Mai | ed: CITABLE AS PRECEDENT Augg;ér 5N020%1
OF THE TTAB ' o

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Geat Northern Enterprises, LLC
Serial No. 78071887

M chael M Krieger, Esq. for Geat Northern Enterprises, LLC

Josette M Beverly, Trademark Exam ning Attorney, Law Ofice 112
(Jani ce O Lear, Managi ng Attorney).

Bef ore Hohein, Hairston and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

G eat Northern Enterprises, LLC has filed an
application to register the phrase "I NDUSTRY PROCESS RE-
ENG NEERI NG' as a mark for "conputer software for business
managenent, nanely, for managi ng and coordinating risk, tinme and
financial paraneters in multi-conponent business analysis and
proj ect devel opnent. "’

Regi stration has been finally refused under Section

2(e) (1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the

' Ser. No. 78071887, filed on July 2, 2001, which is based upon an
al | egation of a bona fide intention to use such phrase in conmerce.
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ground that, when used in connection with applicant's goods, the
mar k "1 NDUSTRY PROCESS RE- ENG NEERI NG' is nerely descriptive of
t hem

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
regi ster.

It is well settled that a mark is considered to be
nerely descriptive of goods or services, wthin the neaning of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys
i nformation concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject natter or use
of the goods or services. See, e.qg., Inre Gyulay, 820 F.2d
1216, 3 USPQRd 1009 (Fed. G r. 1987) and In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It is not
necessary that a mark describe all of the properties or functions
of the goods or services in order for it to be considered to be
nerely descriptive thereof; rather, it is sufficient if the mark
describes a significant attribute or idea about them Moreover,
whether a mark is nerely descriptive is determ ned not in the
abstract but in relation to the goods or services for which
registration is sought, the context in which it is being used or
is intended to be used on or in connection with those goods or
services and the possible significance that the mark woul d have
to the average purchaser of the goods or services because of the
manner of such use. See In re Bright-Crest, Ltd., 204 USPQ 591,
593 (TTAB 1979). Thus, "[w hether consuners coul d guess what the

product [or service] is fromconsideration of the mark alone is
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not the test.”" In re American Geetings Corp., 226 USPQ 365, 366
(TTAB 1985).

However, a mark is suggestive if, when the goods or
services are encountered under the mark, a nulti-stage reasoning
process, or the utilization of inmagination, thought or
perception, is required in order to determ ne what attri butes of
the goods or services the nmark indicates. See, e.d., In re Abcor
Devel opment Corp., supra at 218, and In re Myer-Beaton Corp.

223 USPQ 1347, 1349 (TTAB 1984). As has often been stated, there
is athinline of demarcati on between a suggestive mark and a
nerely descriptive one, with the determ nation of which category
a mark falls into frequently being a difficult matter involving a
good neasure of subjective judgnent. See, e.qg., Inre Atavio, 25
USPQ2d 1361 (TTAB 1992) and In re TMS Corp. of the Anericas, 200
USPQ 57, 58 (TTAB 1978). The distinction, furthernore, is often
made on an intuitive basis rather than as a result of precisely

| ogi cal anal ysis susceptible of articulation. See In re George
Weston Ltd., 228 USPQ 57, 58 (TTAB 1985).

Applicant, noting that the goods in its application are
identified as "conputer software for business managenent, nanely,
for managi ng and coordinating risk, time and financial paraneters
in multi-conponent business anal ysis and project devel opnent,”
argues inits initial brief that because such software "is
described as nothing nore than for managi ng and anal yzi ng
standard el enents [of] a business and its projects,” it is not
nmerely "described on the grand scale that is inplicit in the

phrase 'industry process re-engineering,'" which is "sonething
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t hat conveys breadth, scope and transformation.” Applicant urges
that its mark thus "partakes of ... hyperbole and incongruity"
since "industry or business process re-engineering i s sonething
of a grand scale, not sinply a software product."” Applicant also
asserts that while the Exam ning Attorney has cited a dictionary
definition showing that "industry” is a synonymfor "business,"
such evidence does not establish "why 'business' and 'industry’

yi el d equi val ent commercial inpressions in the context of the
Mark." Finally, applicant contends that "[b]y dissecting the
Mark into Industry + {Process Re-Engineering}, the exam ning
attorney fails to give evidence why it should not be [treated as]
{I'ndustry Process} + Re-Engineering." According to applicant,
"[While this may seem[to be] a distinction without a difference
to us as lawers, that is not the case in the I T and nanagenent
wor | ds" since the evidence it has furnished "discusses 'industry

processes' and their managenent, not 'process re-engineering of
an industry.

In support of its assertions, applicant has submtted
withits initial brief the declaration, with exhibits, of R chard
Schramm who describes hinself as the "CEO of the Applicant” and
"a professional in the information technology industry for nore

n2

than 18 years. M. Schranm st ates, anong ot her things, that

2

Recogni zing that the subm ssion thereof at such juncture is untinely
under Trademark Rule 2.142(d), applicant requests in its initial brief
that "the Board accept the evidence introduced herein on appeal ."

I nasmuch as the Exam ning Attorney states in her initial brief that
she "does not object to the introduction of this untinmely evidence,
since it further supports her position that the proposed mark is
descriptive," applicant's request is approved and the evi dence
submtted with its initial brief has been given consideration
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from 1985 t hrough October 1990, his "principal enploynent was for
NYNEX, Pac-Tel Infosystens, and Attachmate"; that from Cctober
1990 to October 1997, he "went to work for Mcrosoft"; that he
consequently "can speak wth authority about the | anguage of the
IT world, its significance and usage"; and that it was such

know edge which led him as applicant's CEQ "to adopt a mark for
t he conpany's business software that is in fact suggestive rather
t han descriptive of the product.”

Havi ng been "at various tinmes pure systens engi neer and
mar keti ng consultant,” M. Schramm further notes in his
declaration that in the course of such work he has probably
revi ewed upwards of "thousands of business requirenments [which
are] often reflecting specific business processes that either
exi sted and were to be inproved or desired and to be initially
automated”; that, "[a]s such[,] many were to be 're-engi neered ";
that when "projects [which] were closely aligned to the vertica
i ntegration of conpanies and the associ ated busi ness processes"”
"took a new tack on execution of business processes, we woul d
refer to them as 'business process re-engineering'"; that the
phrase "Busi ness Process Re-engineering (BPR)," with or without a
hyphen, "enmerged [as] a popul ar buzz-word of the '90s" which was
"w dely picked up by consultants, business schools, and the
like"; and that "[t]his wide usage is reflected in a current
Googl e search for BPR which yields 57,000 hits (72,000 hits
wi t hout a hyphen.™

Wth respect to the phrase "I ndustry Process Re-

Engi neering (IPR)," however, M. Schramm asserts that such is
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"[a] phrase of effectively insignificant formal use in the
| T/ busi ness word," since "IPR yields a scant 34 Google hits (33
wi t hout hyphen and these reduce to a handful when pseudo-hits of
the form'... about the concrete industry. Process re-
engi neering may take ..."' and duplicative hits are renoved"; that
t he phrases "busi ness process re-engineering” and "industry
process re-engineering" are not equivalent since "[n]one of the
few | PR uses support its perception as equivalent to BPR'; that
"I PR has no neani ng except as defined nonmentarily for a specific
di scussion by the few authors who have used it"; that, as the
person who sel ected applicant's mark, "[t]he absence of any
significant use or consistent nmeaning for '"Industrial [sic]
Process Re-Engi neering’ was a nmjor reason for its choice"; that
whi |l e "BPR has wi de connotations and m ght be descriptive of
certain software, IPRis really little nore than an assenbl age of
"buzz-words' designed to suggest in general ternms an anbi ance ..
[and] to elicit confidence in the buyer by connoting qualities
such as universality and strength w t hout anything specific about
the software"; and that given "the phrase's paucity of directly
inferable neaning,” it thus is only suggestive of applicant's
goods and not nerely descriptive thereof.

The Exam ning Attorney, citing a definition from The

Anerican Heritage Dictionary of the English Language (3d ed.

1992) along with several excerpts fromarticles retrieved from
searches of the "NEXI S" database, argues in her initial brief
that, on the other hand (footnote omtted):

Inits entirety, the proposed nark,
| NDUSTRY PROCESS RE- ENG NEERI NG, is nerely
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descriptive of the applicant's goods, nanely,
conput er software for business nmanagenent,
nanely, for managi ng and coordi nating ri sk,
time and financial parameters in nulti-
conponent busi ness anal ysis and proj ect

devel opnent. As indicated in the final
office action, the term"industry" is defined
as "2. A specific branch of manufacture and
trade: the textile industry. See synonyns
at business.” The term"industry” is
synonynous with the term "business". The
term"process re-engineering” is a term of
art used in the business industry to describe
the process of analyzing and nanagi ng a

busi ness. The articles obtained from
LEXI S/ NEXI S® show use of the term "industry
process re-engi neering"” and "process re-

engi neering"” in relation to goods and
services for the purpose of re-engineering
busi ness processes.

The Exam ning Attorney further maintains, based upon the evidence
of record, that when applicant's mark is "consi dered as a whole
in connection with the goods, it does not take inmagination,
effort, thought or an extra nental step for a prospective
custoner of the applicant's goods to conclude that the
applicant's busi ness managenent software is for the purpose of
managi ng i ndustry process re-engineering." Applicant's
assertion, the Exam ning Attorney insists, that its software "is
described as nothing nore than for managi ng and anal yzi ng
standard elenents [of] a business and its projects" and, hence,
is not nerely "described on the grand scale that is inplicit in
the phrase 'industry process re-engineering' " is belied by "the
fact that the applicant's software clearly perforns the tasks of
i ndustry process re-engineering." The "numerous articles" of
record indicate, according to the Exam ning Attorney, that "the

term'industry process re-engineering' is either synonynous with
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" busi ness process re-engineering' or is used to describe a ..
broader view of business process re-engineering." Consequently,
the Exam ning Attorney contends, the mark is nmerely descriptive
because "it is clear that the applicant's software ... is a
software tool designed to assist in process re-engineering for

i ndustries."”

As support for her position, the Exam ning Attorney
specifically refers in her initial brief to the follow ng "NEX S"
excerpts:

"' Since nost software-vendor products do

not neet the diverse requirenents of state

agenci es, many agencies are required to build

their systens fromthe ground up,' Miro said.

"We provide full software life cycle support

from busi ness process re-engineering to

sof tware desi gn and engi neering.'" --
Al buquerque Tribune, March 5, 2001;

"Founded in 1988, Logic Wrks, Inc.,
Princeton, is a |eading provider of
client/server database design and busi ness
process re-engineering software sol utions for
corporate and Internet applications.” -- New
Jersey Business, July 1997;

"Manuf actured by Wal dorf, Gernmany-based
SAP AG the pricey business process re-
engi neering software is actually a package of
nore than 850 software applications designed
to enabl e divisions of |arge corporations to

share information nore easily."” -- Triangle
Busi ness Journal (Raleigh, NC, Mrch 28,
1997;

"El ectronic Data Systens Corp. said
yesterday that it signed a three-year
contract to use Network Imaging Corp.'s 1View
software suite for storage managenent and
busi ness process re-engineering." -- Fort
Wrth Star Telegram July 23, 1996;

"Both new and proven managenent nethods
touted by book after book today are becom ng
avai l able. The next generation will see a
wealth of real-time support tools for
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managers to | everage expert know edge and
effective managenent. Anong tools for
managers wll be software to assist in
process re-engineering, quality inprovenent,
strategic planning, goal tracking and
performance appraisals.” -- San Francisco
Exam ner, Septenber 4, 1994;

"Peters has also received two awards to
devel op a new techni que and tools for
anal yzing the timng and behavi or of software
systens for the Departnent of Defense. That
project led himto wite a programto study
work flows, a practice known as business
process re-engineering. He is now selling
that software to conpani es such as banks and
insurance firns." Puget Sound Busi ness
Journal, Cctober 23, 1993; and

"As a spokeswonman, she represents
Uni versal Software, which specializes in
process re-engineering and i nage- docunent
managenent. That neans the conpany conbi nes
har dwar e and software to get work done nore
efficiently.” -- Crain's Detroit Business,
Oct ober 11, 1993.

In addition, in her initial brief, she particularly
directs attention to the following three Internet excerpts,
furni shed by applicant with the declaration of M. Schranm as
| i kew se bei ng supportive of her position:

"Al t hough anot her conpany may have
reengineered its internal business processes
and perhaps painfully installed a SAN system
to bring efficiencies to the back office,

i Commerce i s about reengi neering outward
faci ng processes--industry process

reengi neeri ng versus busi ness process

reengi neering, redefining industry
boundari es, inventing new industries." --
http://pavu.free.fr/iatsu/iatsulettreus. htm
(setting forth portions of what applicant
represents is a letter fromthe CEO of
"informative arts technol ogi cal survey
unit");

"Abstract: Industry processes are the
trans-cor porate busi ness processes required
to support the e-business environnment.

I ndustry process re-engineering is the re-
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engi neering of trans-corporate business
processes as el ectronically nmanaged
processes.” Industry process re-engineering
i's business process re-engineering on a
massively distributed scale. |Industry
processes will not be restricted to routine
wor kfl ows that follow a nore-or-less fixed
path; they will include conplex processes for
which their future path nmay be unknown at
each stage of their existence. So a
managenent system for industry processes
shoul d be both highly scal able and shoul d be
able to deal wth such conplex processes. A
mul ti agent process nmanagenent systemis
descri bed that can manage processes of high
conplexity. This systemis built from

i nteracting autononbus conponents so
achieving systemscalability." -- (website
source not furnished by applicant, but it
states that the excerpt is by "John Debenham
Uni versity of Technol ogy, Sydney"” and is
apparently a part of a paper for the 2001

"I nternational Conference on Conputationa
Science" entitled "A Miultiagent Architecture
Addr esses the Conplexity of Industry Processs
Re- Engi neering"); and

"Bui | di ng e-business process nmanagenent
systens is business process reengineering on
a massive scale, it [is] often nanmed industry

process reengineering." -- http:// ... ww
staff.ot.uts. edu. au/ ~debenhani paper s/ EC- Wb-
02.pdf .... (setting forth portions of an

article represented by applicant to be by

"John Debenham University of Technol ogy,

Si dney” and which is entitled "ldentifying

Arbitrage OQpportunities in e-Markets").

We al so note, however, that until the subm ssion of her
suppl emental brief,® no mention is made by the Exam ning Attorney
of the sole evidence that she initially made of record which
relates directly to use of the phrase "industry process re-
engi neering." Such evidence consists of three "NEXI S" excerpts,

of which the following is the nost pertinent:

° The Board pernmitted the filing of such a brief in response to
applicant's subm ssion of two mssing pages fromits initial brief.

10
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"[The report will] denonstrate an
orderly and realistic approach by which any
school of business ... can approach
reengi neering so that the school can nove
into the 21st century. The report wl|
acconplish this aimby:

3. transferring industry process re-
engi neeri ng know edge and experience to
hi gher education using a M ssion/Vision nodel
" -- SAM Advanced Managenent Journal,
Mar ch 22, 1997.

Noting in her supplenental brief that "applicant's business
managenent software is clearly designed for use in connection
with an industry," the Exam ning Attorney urges that the record
shows that:

[ T] he wording "process re-engineering” is a

wel | -known termof art in the business

i ndustry used to describe the process of

devel opi ng and managi ng a busi ness. Such

process re-engi neering would include software

products for "managi ng and coordinating ri sk,

time and financial parameters in nmulti-

conponent busi ness anal ysis and proj ect

devel opnent . "

The Exam ning Attorney therefore concludes that "[p]urchasers of
t hi s busi ness managenent software ... would clearly understand

t he wordi ng | NDUSTRY PROCESS RE- ENG NEERI NG t o descri be that the
pur pose of the applicant's software is to facilitate process re-
engi neering for their industry.”

Applicant, in its reply brief, takes issue with such
concl usion and the Exam ning Attorney's reasoning, reiterating
its argunents that "industry process re-engineering"” is "a grand
concept of which a single software application is but a drop in
t he bucket"; that the evidence of record shows that the
mar ket pl ace di stingui shes between the well-known phrase "business

process re-engi neering"” and the anmbi guous phrase "industry

11
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process re-engineering," such that the latter is not synonynous
with the forner; and that accordingly its mark is not nerely
descriptive of its goods.

We are constrained to agree with applicant that, upon
consideration of the argunents and evi dence presented, the
Exam ning Attorney has failed to denonstrate that the phrase
"1 NDUSTRY PROCESS RE- ENG NEERI NG' nerely describes, with the
requi site degree of particularity, any significant aspect of its
"conputer software for business managenent, nanely, for nmanagi ng
and coordinating risk, tinme and financial paraneters in nulti-
conponent busi ness anal ysis and project developnent."” To be
sure, the record confirns that the term nol ogy "busi ness process
re-engineering” is a well established termof art which has cone
to be regarded as essentially neaning the study of work flows for
t he purpose of getting business processes done nore efficiently.
We concur with applicant, however, that just because the word
"I ndustry” has been denonstrated to be a synonymfor the term

"busi ness,"” that does not nean that the phrase "industry process
re-engi neering" has the sanme connotation as the phrase "business
process re-engineering." In fact, the record shows that, at the
present tinme, there is no definitive or well-known neaning for
the former, unlike the case with the latter. Mreover, even if
such phrases had been shown to be identical in neaning or even
substantially so, it is not at all clear that applicant's goods,
as identified, may fairly be said to enconpass business process

re-engi neering software. Furthernore, the record indicates, as

noted previously, that the phrase "industry process re-

12
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engi neering," while a termwhich has sone significance and is not
unknown in the business field, is too anmbi guous or anorphous to

i mredi ately describe any particular characteristic, feature, use
or purpose of applicant's goods. At nost, with the aid of

i magi nati on and mature thought or a multi-step reasoni ng process,
such phrase may tend to suggest, as the Internet excerpts relied
upon by the Exam ning Attorney would seemto indicate, that

"I ndustry process re-engineering"” is sonme sort of expansive or

i ndustry-w de form of business process re-engineering, but it is
still not clear that applicant's software "is for the purpose of
managi ng i ndustry process re-engi neering" and/or "perforns the
tasks of industry process re-engineering"” as variously asserted
by the Exam ning Attorney. |In addition, it sinply is not plain
fromthe record that there is such a thing as "process re-

engi neering for industries," as the Exam ning Attorney cl ains,
and that applicant's goods are thus "a software tool designed to
assi st in process re-engineering of industries.”

Instead, on this record, we are left with doubt as to
whet her the phrase "I NDUSTRY PROCESS RE- ENG NEERI NG' woul d convey
forthwith, w thout conjecture or speculation, information about
any significant attribute of applicant's software to custoners
and/or users thereof. |In accordance with the Board's settled
practice, we therefore resolve such doubt in favor of the
publication of applicant's mark for opposition. See, e.qg., Inre
Conductive Systens, Inc., 220 USPQ 84, 86 (TTAB 1983); In re
Mort on- Norwi ch Products, Inc., 209 USPQ 791 (TTAB 1981); and In
re Gournet Bakers, Inc., 173 USPQ 565 (TTAB 1972).

13
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Deci sion: The refusal under Section 2(e)(1) is

rever sed.

14



